The opinion in support of the decision being entered today was
not witten for publication and is not binding precedent of
t he Board.

Paper No. 25

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte DARRYL F. GARRI GUS

Appeal No. 1999-0810
Application No. 08/463, 883

Before GARRI' S, PAK, and KRATZ, Adninistrative Patent Judges.

GARRI S, Adninistrative Patent Judge.

DECI S| ON ON APPEAL

This is a decision on an appeal fromthe final rejection
of claim23. The only other clainms remaining in the
application, which are clains 20 and 22, have been all owed by
t he exami ner.

The subject matter on appeal relates to a sintering
process for preparing a perovskite ceram c which conprises

coating a substrate with a sol containing precursors of the
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perovskite ceramc, the sol being susceptible to heating by
absor bi ng m crowave energy, and exposing the coated substrate
to mcrowave radiation to sinter the sol to a perovskite
ceram c by heating. Further details of this appeal ed subject
matter are set forth in the appeal ed cl ai mwhich reads as
fol |l ows:

23. A sintering process for preparing a perovskite
ceram c, conprising the steps of:

(a) coating a substrate with a sol containing precursors
of the perovskite ceramc, the sol being susceptible to
heati ng by absorbing m crowave radi ati on;

(b) exposing the coated substrate to m crowave radi ation
for pul ses of selected duration to sinter the sol to a
perovskite ceram c by heating the coated substrate to a
t enper at ure above 800°F.

No references have been relied upon by the exam ner in
the rejection before us on this appeal.

Claim 23 stands rejected under the first paragraph of 35
US C 8§ 112. It is the examner’s basic position that claim
23 does not conply with either the witten description
requi renment or the enabl enent requirenent of this paragraph
because the claimis directed to a perovskite ceramc
generically rather than to a LavhO,-fam |y perovskite ceramc
specifically. According to the exam ner, “[t]he

specification, as originally filed, does not provide an
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adequate witten description of a nethod of mcrowave
sintering a non-LaMhQ, famly ceramc [,and] [t]he
specification does not enable one skilled in the art to nmake
or use the invention comensurate in scope with these cl ains
[sic]” (answer, page 3).

We refer to the brief and reply brief and to the answer
for a conplete exposition of the opposing viewioints expressed
by the appellant and by the exam ner concerning the above
noted rejection.

OPI NI ON

For the reasons which follow, we cannot sustain this
rejection.

The exam ner’s burden of proof in questioning the
enabl enent
of an inventor’s disclosure requires that the PTO advance
accept abl e reasoning i nconsistent with enablenent. |In re

Strahilevitz, 668 F.2d 1229, 1232, 212 USPQ 561, 563 (CCPA

1982). In the case before us, the examner has failed to
carry this burden

W are m ndful of the exam ner’s point that the subject
specification disclosure identifies the LavnO,-fam |y ceranic
specifically with respect to the appellant’s m crowave
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sintering nethod. However, as expressly noted by the
appellant (e.g., see page 6 of the reply brief), an original
di scl osure on page 5 of the specification teaches “[t]he
process is effective because the perovskite structure is a
strong absorber of m crowave energy so rapid heating occurs
once the conversion begins.” This teaching in conbination
with the specification disclosure concerning mcrowave
sintering of LaMhO,-famly ceram cs specifically support the
appel lant’ s presunptively valid position that one having an
ordinary level of skill in this art would be able to practice
the here clainmed sintering process for preparing a perovskite
ceram c generically. On the other hand, the exam ner has
advanced no acceptabl e reasoning in support of his burden to
show t hat the subject specification would not enable the
ordinarily skilled artisan to practice the here clai ned
process. |Indeed, the exam ner has not given a single
techni cal reason for believing that an attenpt to practice
this process would invol ve undue experi nentati on.

Under these circunstances, we cannot sustain the
exam ner’s section 112, first paragraph, rejection of appeal ed

cl ai m 23 as bei ng nonenabl ed.
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As for the witten description issue raised by the
exam ner, the test for determning conpliance with the witten
description requirenent is whether the disclosure of the
application as originally filed reasonably conveys to the
artisan that the inventor had possession at that tine of the
| ater clainmed subject matter rather than the presence or
absence of literal support in the specification for the claim

| anguage. 1n re Kaslow, 707 F.2d 1366, 1375, 217 USPQ 1089,

1096 (Fed. Cir. 1983). Moreover, the burden of showi ng that a
clainmed invention is not described in an application rests on
the PTOin the first instance, and the PTO nust give reasons

why a description not in ipsis verbis is insufficient. lnre

Edwar ds, 568 F.2d 1349, 1354, 196 USPQ 465, 469 (CCPA 1978).
Again, we view the exam ner as having failed to carry his
burden of proof with respect to the witten description issue
before us on this appeal. This is because the examner’s
basic position, in essence, is |limted to an assertion that
the appellant’s original disclosure does not literally
descri be “non-LavnQ, fam |y” ceram cs which are enbraced by
the appealed claim For exanple, on page 4 of the answer the

exam ner urges that,
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while the originally filed specification discussed

LavnO, fam |y ceram cs throughout the specification

and provides the nethod of sintering LaMhQ famly

ceramcs, it contains absolutely no statenent of

[sic, or] inference with regard to non-LaWhQ, famly

ceramics [and that] [t]his clearly reflects that the

appel l ant did not contenplate extending his

sintering nethod to non-LaMhQ, famly ceramcs at the

time the present invention was nmade and fil ed.

As indicated earlier, however, the exam ner’'s burden in a
witten description rejection is not carried sinply by urging
a lack of literal support for the clained subject matter
Further, we question the accuracy of the exam ner’s above
gquoted assertion that the appellant’s specification “contains
absolutely no statenent of [sic, or] inference with regard to
non-LaMhQ, famly ceramcs.” In this regard, we reiterate the
observation that specification page 5, in discussing the
appel lant’s m crowave sintering nethod, discloses that “[t]he
process is effective because the perovskite structure is a
strong absorber of m crowave energy so rapid heating occurs
once the conversion begins.” It would seemreasonable to
consider that this disclosure would convey to the artisan that
t he appel | ant had possession on the filing date of the now

clainmed sintering process for preparing a perovskite ceramc

generically. Certainly, on the record of this appeal, the
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exam ner has advanced no reason in support of a contrary view
regarding this disclosure.

In light of the foregoing, we also cannot sustain the
exam ner’s section 112, first paragraph, rejection of appeal ed

claim 23 as |acking witten description support.
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